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DETAILED ACTION 

Claim Objections 

1 . Claim 1 is objected to because of the following informalities. Appropriate 
correction is required. 

Claim 1 is objected to for the use of "particular" and "as much as almost" limitations. The 
claim is definite because one of ordinary skill in the art recognizes that the "particular" 
and "as much as almost" limitations are optional or exemplary, and not express 
recitations of the claims. However, such limitations have not traditionally been used in 
U.S. patent claims. Therefore, the examiner requests that these limitations be deleted 
from the claims, and inserted into new dependent claims. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claim 1 (line 3) is indefinite for the use of the phrase "it is possible to use." The 
entirety of the specification indicates that the instant invention relates to the cross- 
linking agents as formula (I) or (II), but the phrase "it is possible to use" suggests that 
the cross-linking agents of formulae (I) and (II) are optional ingredients. Further 



Application/Control Number: 10/574,638 Page 3 

Art Unit: 4131 

clarification is needed as to whether the claims require or optionally allow for the 
inclusion of the cited cross-linking agents. 

4. Claims 2-13 are rejected for failing to correct the deficiencies of claim 1 . 

5. Claim 14 is rejected under second paragraph 35 USC 112. Claim 14, which is 
dependent on claim 9, recites "magnesium and/or aluminum hydroxide are present. 
There is insufficient antecedent basis for this limitation in the claim. Claim 9 recites only 
aluminum hydroxide and not magnesium hydroxide. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carfagnini in US 4,835,204 in view of Credali et al in WO 2004/026957, in further view 
of Yamanaka in US 2003/0013820. 

3. Carfagnini discloses a plasto-elastomeric composition comprising thermoplastic 
olefinic resins and EPDM elastomer wherein the elastomeric phase is fully or partially 
cross-linked by an aromatic carboxylic acid and a non-halogenated phenolic resin 
(Abstract). The non-halogenated phenolic resins have formulas exactly the same as 
discloses in claim 1 of the instant application (col. 2, lines 9-51).The aromatic acid 



Application/Control Number: 10/574,638 Page 4 

Art Unit: 4131 

comprises salicylic acid , wherein per each part by weight of resin from 0.1 to 0.8 parts 
by weight of salicylic acid are used (col. 2, lines 50-56). 

The polyolefin resin is a product of copolymerization of olefin monomers, such as 
ethylene, propylene, butene-1, pentene, hexene-1, 4-methyl-1-pentene, 3-methyl-1- 
pentene, 3,3-dimethyl-1-butene, 3-methyl-1-hexene, 2,4,4-trimethyl-1 -pentene (col. 4, 
lines 19-23). 

The composition comprises10-80% by weight of EPDM terpolymer (col. 2, lines 63-66). 
Specific example provides the ratio between EPDM and polypropylene 100:200 (Table 

1)- 

The EPDM terpolymers consist of at least two olefinic monomers, such as ethylene, 
propylene, butene-1), and a conjugated or non-conjugated diene, such as ethylidene- 
norbornene,, 1,4-hexadiene, dicyclopentadiene, 2-methyl-1,4-pentadiene (col. 4, lines 
5-11). 

The plasto-elastomeric composition may include fillers, such as carbonates and 
barite). The Shore A hardness of the composition comprises 45 (Table 1). 

6. Carfagnini fails to specify the amount of added filler and the value of specific 
gravity of the composition. 



7. Credali et al discloses a composition comprises: 
1 ) 8-25% by weight of propylene polymer or copolymer; 
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2) 75-92% by weight of elastomeric fraction comprising copolymer of ethylene, 
propylene and conjugated or non-conjugated diene; 

3) 40-80% by weight of inorganic filler (Abstract; page 6, lines 8-12). 

The used inorganic fillers comprise magnesium hydroxide , aluminum hydroxide , calcium 
carbonate , barium sulfate (page 1 0, lines 7-1 3; page 1 1 , lines 3-4). 
Calcium carbonate with specific gravity 2.71, aluminum hydroxide with specific gravity 
2.42, barium sulfate with specific gravity 4.48 are commercially available (see "Hawley's 
Condensed Chemical Dictionary", 14 th Edition, 2002, by John Wiley & Sons Inc.) 
The composition comprises Shore A hardness lower than 85 (page 1 1 , lines 1 1 -20). 

8. Yamanaka discloses a composite material comprising: ethylene-propylene-diene 
(EPDM) rubber, polyolefin; and an inorganic filler (abstract). The inorganic filler 
comprises barium sulfate ([0022]). The filler is added in ratio of 200-500 parts by weight 
relative to 1 00 parts by weight of rubber ([001 1]). The composite comprises specific 
gravity of 1 .3-1 .75 (Table 3). 

9. Since both Credali et al and Yamanaka recite plasto-elastomeric compositions, 
similar to the composition of Carfagnini, comprising a combination of a rubber, a 
polyolefin and a significant amount of inorganic filler to provide a composition having 
enough rigidity (see Table 3 in Yamanaka) and, at the same time, keeping its elastic 
properties, as shown by Shore A hardness value (see page 11, lines 21-26 in Credali et 
al), it would be obvious to one skilled in the art at the time of the invention was made to 
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include high amount of inorganic filler into the composition of Carfagnini to provide a 
product having high rigidity and good elastic properties as well. 



Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kondo in WO 03/066726 discloses addition of inorganic fillers 
having specific gravity into rubber compositions to obtain products having great specific 
gravity. Isshiki et al in US 3,617,377 discloses addition of calcium carbonate having 
specific gravity of 2.66-2.77 into ethylene-propylene rubber composition. Tanaka in US 
5,349,005 discloses rubber-plastic composition, vulcanized by phenol-formaldehyde 
resin, including inorganic filler to provide composition having Shore A 60 to Shore D 49. 
Danesi et al in US 4,477,631 discloses plasto-elastomeric composition comprising 
EPDM, olefinic polymer cross-linked with non-halogen phenol-formaldehyde resin, 
which contains a significant amount of calcium carbonate filler. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to IRINA KRYLOVA whose telephone number is (571 )270- 
7349. The examiner can normally be reached on Monday-Friday 7:30am-5pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on (571)272-1376. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David R. Sample/ /I. K./ 

Supervisory Patent Examiner, Art Unit 41 31 Examiner, Art Unit 4131 



